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2a)D This action is FINAL. 2b)S This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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1. Claims 1-21 remain in the application. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1-21 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

With respect to claim 1, the step of "removing urethane resin" is confusing as would this 
not destroy the "urethane sponge" that was just formed. Is the firing to remove organic 
substances in the urethane resin and not the resin itself? Clarification is requested. 

With respect to claims 2 and 3, the phrase "said step of coating" lacks antecedent basis. 

With respect to claims 4,5,8 and 9, the phrase "said porous metal plate" lacks antecedent 

basis. 

With respect to claim 10, 

the step of "thinning said urethane sponge" is vague and indefinite. It is unclear how and 
when in the process this step is achieved. 

the step of peeling" is unclear. How is this performed? 

With respect to claim 1 1, the step of thinning comprising grinding is confusing as to 
when this step is performed. Before or after the "peeling" step? 



Application/Control Number: 10/627,822 Page 3 

Art Unit: 1762 

With respect to claim 16, the "thinning" step is unclear as to when this step is performed. 
With respect to claims 6,7,12-15 and 17-21, the claims are rejected as being dependent 
upon a rejected base claim. 

3. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claim Rejections - 35 USC §102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 
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Claim 1 is rejected under 35 U.S.C. 102(b) as being clearly anticipated by Matsumoto et 
al. (4,251,603). 

Matsumoto et al. (4,251,603) teaches a battery electrode whereby plating a resin sponge 
with nickel and then filling the sponge with nickel hydroxide (col. 2,lines 55-65). Resin is 
removed by annealing in a hydrogen atmosphere. The porous metal sheet in the pressurized 
through rollers and then filled with nickel hydroxide (col. 3, lines 1-30). The resin sponge is 
urethane (col. 7, line 4-40 



Claim Rejections - 35 USC § 103 



5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 1 02 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



Claims 6,7 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Matsumoto et al. (4,251,603). 

Matsumoto et al. (4,251,603) fails to teach a pore-promoting agent as claimed as well as 
the claimed volume ratio. 

While the Examiner acknowledges this fact, the reference does teach a pore-promoting 
agent being utilized in the manufacture of the porous plated sponge (col. 2, lines 1-5) and a 
porosity of 95% and density of 500-520 mAh/cm 3 . It the Examiner's position that the particular 
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pore-promoting agent and final density are result effective variables. Since the prior art 
recognizes the importance of controlling these variables, it is the Examiner's position that one 
skilled in the art would have had a reason to be optimized these variable through routine 
experimentation to obtain the desired end product. 

Claims 8,14,18 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Matsumoto et al. (4,251,603) in combination with Sugikawa et al. (6,485,865). 

Matsumoto et al. (4,251,603) teaches a battery electrode whereby plating a resin sponge 
with nickel and then filling the sponge with nickel hydroxide (col. 2,lines 55-65). Resin is 
removed by annealing in a hydrogen atmosphere. The porous metal sheet in the pressurized 
through rollers and then filled with nickel hydroxide (col. 3, lines 1-30). The resin sponge is 
urethane (col. 7, line 4-40). 

Matsumoto et al. (4,251,603) fails to teach the thickness of the metal coated sponge being 
0.2-2.0 mm. 

Sugikawa et al. (6,485,865) teaches a porous metal sheet for battery electrode whereby a 
urethane porous layer is plated with nickel and filed with nickel hydroxide and then heated to 
burn off the urethane. The thickness of the porous metal sheet is 0.5 mm - 3.0 mm (co. 1, line 
20 - col. 4, line 5). 

Therefore it would have been obvious for one skilled in the art at the time the invention 
was made to have modified Matsumoto et al. (4,251,603) process by forming the porous metal 
sheet with the claimed thickness as evidenced by Sugikawa et al. (6,485,865) with the 
expectation of achieving similar results. 
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Claims 10-13,15-17,20 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Matsumoto et al. (4,251,603) in combination with Sugikawa et al. (6,485,865) further in 
combination with JP 03-226,969. 

Matsumoto et al. (4,251,603) in combination with Sugikawa et al. (6,485,865) fail to 
teach a peeling step to reduce the voids. 

JP 03-226,969 teaches a porous base of a battery electrode formed by strip peeling a 
portion from a block of foamed material in order to reduce the size of the pores to enable more 
active material to be impregnated therein (abstract). 

Therefore, it would have been obvious for one skilled in the art at the time the invention 
was made to have modified Matsumoto et al (4,251,603) in combination with Sugikawa et al. 
(6,485,865) process by incorporating a peeling step to reduce pore size and improve loading of 
the porous substrate as evidenced by JP 03-226,969. 

With respect to claim 20 that recites the rollers are heated. It is the Examiner's position 
that heated rollers are conventional in the coating art and hence would have been within the skill 
of one practicing in the art to have incorporated them with their expected advantages because 
heated roller are know to promote drying prior to further heating or to eliminate a subsequent 
step altogether. 
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Allowable Subject Matter 

6. Claims 2-5 would be allowable if rewritten to overcome the rejection(s) under 35 
U.S.C. 1 12, 2nd paragraph, set forth in this Office action and to include all of the limitations of 
the base claim and any intervening claims. 

7. The following is a statement of reasons for the indication of allowable subject matter: 
The prior art of record fails to teach or fairly suggest applying a coating of polyethylene 

terephtalate to the urethane sponge prior to plating and firing to reduce the void rate. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brian K. Talbot whose telephone number is (571) 272-1428. The 
examiner can normally be reached on Monday-Friday 6AM-3PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Timothy H. Meeks can be reached on (571) 272-1423. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Brian K Talbot 
Primary Examiner 
Art Unit 1762 
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